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C~\TCHWOF:DS 

~rbltra~ion - contract made In U.3.A. contalnlng ar~ltratlon 

clause - proceealn~s for breach of con~ract and breach of Fart 7. 

Tl'ade Practlces Act. 1974 and patent lnfclngement - stay 

appllcatlon by respondent In cespect of whole proceedlnqs - ztal 

of proceedlngs manda1:ory unaer .S.l'bl tl'atLm \ Porelan l'-:N'ards and 

Aareements) Ac~ r 1;)74 - zta:.r reiuse:d fOt- lU2 .. r:ters .t.:e:atlng to 

Part 'J and patent lnfclnqement - stay granted In re3pect of 

I 
clalm3 1n contract. 

FlaKt AU'3tralia Ltd. ",. Williams S, Davie,;; COI1,;;tl"Uctlon ,~o. Lta. 
[1}79J 2 M.3.W.L.~. 243 - con. 

Elder~ e'ED Ltd. v. Dravo CorpOCa1:10C 11984) 53 A~R 206 - con. 
&oussel-Uclaf v. G.D. Searle & Co. Limlced tl?73, RPC 7~7 - con. 

ALLERGAN FHA.."<t'lACEUTICALS INC _ and ALLERGAN PH."J<NI'.CEUTICALS PTY. 
LI11ITED v. BAUSCH E< L0I1E lNC. an:l BAUSCH & LONB (AUS'f'Ri\LlA) PTY. 
LIMITED 

No. iIj'S~," G250 of 1985 

Beaumont. J. 

Sydney 

..j, O,:tober. 1985. 
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IN THE FEDERAL COURT OF AUST~~LTA 

NEW SOUTH WALES DISTRICT REGISTRY ) No. 0250 of 1985 

GENERAL DI'JISION 

BET!nlEEN: ALLERGMf FHAFJ1.ll,.CEUTIC.\LS INC. and 
ALLERGar J:'HARM.l\CEUTICALS !?TY. 
LIMITED 

Applicants 

BAUSCH S, LOr-IE INC. and BAUSCH $, LOt1B 
(AUSL'RALI1'. I P'rl. Llt4ITED 

F,espondent .5 

l1HlOTES OF ORDER 

JUDGE MAKING ORDER: BEAUNOriT J. 

DATE OF ORDEri: ± OCTOBER. 1-;,85 

~~HEF:E l"lADE: S1DNE1 

THE COURT ORDERS rHAT: 

Order ~ur.5uant to 5.7 of the Arbttrat~on 
(Poreicrn Awards and Acrceements) Act. 1974 

(a) That these proceedings be 3tayea 
.5C far as they ~nvolve claims foc 
breach of contract upon the 
conditlon that such stay may be 
term~nated upon appllcatian by the 
appl~cants in the event that tl'l.e 
respondents do not do all thinqs 
necessary to be done on thell:' p"rt 
to have the matters referred to 
helCeunder deterlnlned ~n ac :ordance 
~"ith ~he - al·b~tratl.on aqree:nent 
bet~een the partles with 
reasonable ezped~tlon. 
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3. 

IL) TIiac che partl8s be referred co 
arbltration In respect of the 
matters the subject of these 
proceedings so far as they involve 
claims for breach of contcac~. 

Reserve costs. 

Resecve llbertj to apply on 3 days notlce. 

nOTE: .3et tlement ,:1nd entry of 
~lth in OLder 36 of che 
Rules. 

orders 
Pede cal 

dealt 
Cct....rc 
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l[{ THE FEDERAL COURT OF AUSTRALIA 

NEl'1 SOUTH WALES DISTRICT PEGISTRY No. G250 of 1985 

GENERAL DIVISION 

BETHEEU; 

AND: 

CORAH; Beaumont. J. 

DATED: 4 October 1985 

ALLERGAN PHARl'1ACEU-rrCALS INC. and 
ALLERGAN P!-L;RNACEUT:LCALS PTY. 
LIt1ITED 

Appll.cants 

BAUSCH & LOMB nrc. and BAUSCH & LOI1£ 
U.uSTRi'.LIAl PTY. LIMITED 

Respondents 

REASOr:S FOR JUDGI'lENT 
(ON RES?OrmENTS' APPLICATION F% STAY OR STJt1t1.":.RY 

DISt-hSSAL OF PROCEEDIllGS) 

These proceedings were commenced by appll.cation 

filed on 30 August 1985 by th", flest appl1.cant. Allergan 

Pharmaceutl.cals Inc .• a Delaware corporation. and by l.ts 

aubsidiary company, Allecgan Pharmaceutl.cals Fty. Limited, a 

company l.ncorporated l.n New South i--lales, the second 

appl1.cant. The appll.cants filed at the same time a 

statement of claim which has since been amended t-;;rice 

without ob]ectl.on. In thel.r pleadl.ngs. the appll.cants seek 

various forms of relief against the first respondent. Bausch 

& Lomb Inc.. a Ne"" 'lark Cot'por-atl.on. and 1. ts subsidl.acy, 
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Bau>3ch & Lomb <Australia) Pt'y;--- Limited. a company 

incorporated in New South Wales, the Second responden~. 

under several provisions of Part V of t~e Trade Prac~ices 

Act, 197~. They also seek to Lnvoke the Court's associated 

and accrued JurLsdictions Ln respect of certaln other claims 

being allegatlons of infrLngements of certain Austra~Lan 

letters patent LncludLng a claim that the respondents have 

aided and abetted others in Lnfringements of the letters 

patent. A claim is also made for damages fol:' alleged bl:'eac:h 

of contract. 

The present application is made by the respondents 

pursuant to all amended notice of motion fLIed on 

September 1985 for orders that the pcoceedings be stayed 

pursuant to s.7 of the ArbLtration IFOreLqn Awal:'ds ~ 

,;ct, 1374 ( "the Act") ; 

alternatLvely. a stay LS sough~ undec the 6rDLtcation Act of 

so much of the pl:'oceedLngs as Lnvolves claims of 

contraventLcns of che provLsions of Part V of the Trade 

~P~r~a~c~t~L~c~e~s~~A~c~t and consecjuential relief. A fucther 

application is made by the respondents pUl:'~uant co 0.20 r.2 

for dismLssal of the proceedLngs generally; alternatLvely. 

the respondents seek. pursuant to 0.20 r.2, the dLsmLssal of 

tlle claims made by the applicants so fal:' a5 they charge 

contraventLons of certain of the provlsions of Pal:'t 7 of the 

Trade PractLces Act. Flnally, assuming that the claims 

lastly mentioned have been dlsmi",sed as asked. the 
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3. 

respondents 3eek an order dism~ssing the claims alleg~ng 

patent infringements on the ground that the Court then 

lacKed accrued or associated jurisdiction to entertain such 

claims. 

I shall deal first w~tli the stay application. By 

3.4 of the Arb~trat~on Act. approval is given to accession 

by .'\ustralia to the Convent~on 0:1 the Recocm~tion and 

Enforcement of FOl'eign Arbitral A~,]ard3 adopted:..o 1958 by 

the Un~ted Nat~ons Conference on Internat~onal Commecc~al 

Arbitration \ "the C:Jnvention"). Section 7 L: ,:..s f'Jllows: -

. , 

"-; . ( 1 ) ,mere-

la) the procedure in relat~on to arbitrat~on 
under an arbitration agreement ~s governed. 
whether by virtue of the express tec~s of 
the agreement or otherwise. by the law of a 
convent~on country; 

th~s sect~on appl~es to the agreement. 

(2) SubJect to th~s Act. where -

(a) proceedings instituted by a party to an 
arbitcation agreement to wh~ch this sect~on 
applies against another party to the 
agreement are per.ding ~n a court; and 

(bl the proceed~nqs involve the determ~nat~on 
of a matter that. in pucsuance of the 
aqreement. ~s capable of se~tlement bv 
arbitration, on the applicat~on of a party 
to the agreement, t~e court shall, by 
order. upon such condit~ons (~f any I as ~~ 
thinks fit. stay the pt·oceec.ings or so much 
of the proceed~ngs as ~nvolves the 
determinat~on of that matter. as the case 
may be. and refer the part~es to 
arbitcation in respect of that matter. 
(emphas~s added) 
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4. 

( 3) waere a court makes an order under 
sub-section (2), it may, for the purpose of 
preserving the rights of the parties. make such 
interim or supplementary orders as It thlnks flt 
in relatlon to any property that lS the subJect 
of the matter to whlch the first-:nentloned order 
relates. 

(4) For the purposes of sub-sections (2) and 
(3), a reference to a party lnclude5 a reference 
to a person claimlng through or under a <,arty. 

" 

An "arbitration agreement" lS defined In s.3(1) to 

mean an agreement in ,.;rritlng of the I:ind referred to in 

aub-article 1 of Article II of the Convention. 

sub-article is In these terms:-

Ill. Each Contracting State shall recognlze an 
agreement in writing under WhlCh the 
parties undertake to submlt to arbltration 
all or any differences which have arlsen or 
which mav arise between theal in respect of 
a defined legal relatlonshlp, whether 
contractual or not. concerninq' a SUbJect 
matter capable of settlement by 
arbltratlon." 

That 

The arbitration agreement now relied upon by the 

respondent is an agreement made as of 1 July 1979 between 

the first applicant and the first !'espondent dealing l-lith 

the sale or resale of the products of the first appllcant. 

in partlcular an enzyme contact lens cleaner. outslde of the 

Uni ted States, including in .'l.ustralia (,' the Agreement" I . It 

will be necessary to refer later to the detall of the 

Agreement and its surroundlng Clrcumstances. 

iluffice, for present purposes, to note that in lta 
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5. 

-application to the enzyme cleaner. the Agreement is to 

terminate on 31 December 1991. and to refer to sectlons XIX 

and XX of the Agreement. ',;rhich are as follows: -

"XIX .• \rbl tratlon 

Anv controversy or claims arisinq out of or 
relating to this Agreement shall-be settled 
by arDitratlon in the City of Ne,.;; Yock. 
State of Ne,-] York. in accot'dance ~vith the 
Rules of the Amerlcan Arbltration 
Associatlon. and Judgmen-c upon the a".;;arQ 
rendered:ty the Arbitrator(s) may be 
entered in any Court having jurlsdictlcn 
thereof. 

:~{. New Yock Law 

This Agreement 
accordance ,,]1 tll 
law as if made 
York ... 

shall be construed in 
the provlslons cf New -lock 
and to be performed ll1 New 

There is documentary eVldence, tendeced pursuant co 

5.10(1) of the Arbitration Act. that on 30 Septerr~er 1970 

the United States of Amecl-:a acceded to the Conventlon ana. 

has continued to be a Convention country for clle purposes of 

the Act. 

In order to understand the several questlons "hich 

arise on the respondents' applicatlon, it is necessary to 

explain in some detail the allegatlons made by the 

applicants 1n their amended statement of claim. The first 

respondent carries on the buslness of manufacturing and 

selling optical products. lncluding contact lenses which are 

marketed in Australla by the second respondent (paras. 3 ana. 

4) • The first applicant carrieS on the business ()f 
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6. 

developing, manufacturing and marketing contact lens care 

products includinq a product for the removal of 

proteinaceous deposits from contac~ lenses ("the Hydrocare 

product") sold under the trade mark and name "Hydrocare". 

The first applicant supplies these products. includ1nq the 

Hydrocare products. to the second applicant .1hich can'1es on 

the bu~nness of sellinq them 1n Austra11a (para.5). The 

fir~t applicant 15 the reglstered proprletor of Austral1an 

letters c:atent No. 483265 for an 1nvention ent1tled "!1ethod 

and Composit10n of Remov1nq Proteinaceous Deposlt3 from 

Contact Lenses" (":he Hydrocare Patent";. It will sufflee 

fot' prasent pueposa3 to no~e that the pr1mary cla1m definlng 

the invention the subject of these le~~ers patent 13 "(a; 

method for removing proteinaceous deposits from contact 

lenses compri3ing contact1ng tha lans for a per10d of tlme 

5uffic1ent to clean the lens, "nth an aqueous 301Lttlo~ 

conta1n1ng an effective amount of a protease" . The 

Hydrocare Patent was granted pursuant to a patent 

applicat10n lodged on 16 Apnl 1974. the co:npleted 

spec1f1cation of which was published on 13 November 1375 ana. 

accepted on 11 Hay 1977 (para.6). 

The Hydrocare product is manufactured 1n accoecance 

'With the Hydrocare Patent and is sold as tablets \"Hydrocare 

,tablets") I-]hich contain a measured amount of peotease enzyme 

which is non-toxic 'CQ ej-es and contact lenses. together <"i til 

instructions foe use (para. 7) . 5ince 1976. ::lle second 
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7. 

applicant has sold Hydrocare tablets under the trade mark 

and name "Hvdrocare" (para.8). Since 1971. pursuant to 

agreement.:; made on 17 September 1971, 11 Hay 1973, 1 

November 1974. 24 January 1977 and 1 July 1979 bet,;reen the 

flrst applicant and the first respondent ("the aqreements"), 

the fir3t applicant has agreed to supply to the first 

respondent certain soft contact lens cleaning products 

including Hydrocare tablets (para.9). 

TrLe amended statement of claim then p~eads. In 

terms. sectlons I " v. v, VI. VII, VIII and I~ of t:he 

agic'eement. Section IV dea13 wIth the 5upply, fore:astlng 

dnd ocdering of product.:;. Packaglng 1S dealt wlth ln 

sectlon V as follm-ls -

I _ .. ~ _~ __ _ 

"V. Packaging 

A. pLLERGAN shall suP?ly to B&L the 
Products, Comblnatlon Packages, Samples 
and Sample Packages ln the same Slze 
packages as the Comparable ALLERGN~ 

Products are sold ln a countcy. The 
package deslgn and art work shall be 
determined by B&L. .;LLERGAN shall. at 
B&L's request and provldlnq such 
requests are reasonable. provide 
Samples and Sample Package 31zes 
different from t:hat used for t:he 
Comparable i\LLERGAN Products. If the 
direct manufacturing costs of B&L's 
3elected packaqinq exceeds that of the 
Comparable ALLERGA.N Product. B&L shall 
pay the dlfference. 

B. The words "Manufactured by Allergan 
Pharmaceutlcals" shall appear on each 
Product packaqe In one place. to be 
deter~lned by B&L, ln no larger than 10 
poir,t type. II 
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• 

Samples are dealt Ni tIl by section VI. Para. C J.S in 

these terms -

He .. Samples and Sample Packages shall be 
used by B&L for the purpose of creating 
new customers for the Products and 
shall not be sold except as part of a 
B&L starter kit." 

Section VII deal$ with the first respondent's 

"Soflens" brand as follow::;!-

"VII, SOFtENS Brand 

A. 

B. 

c. 

D. 

The Enzvl11e 
proteolytic 
for cleaning 
by B&1 under 

Cleaner shall be t:he only 
enzyme contaJ.lung product 
soft contact lenses sold 

the SOFLEHS brand name. 

The SOF1ENS bcand of enzyme cleaner 
shall be sold by ALLERGAN only to B&1. 

The Soaking Solution 
dJ.sinfecting soa~lng 
contact lenses sold 
SOF1ENS brand name. 

shall be the onlv 
solution for soft 
by B&L under the 

TI,e .5 O?LEf.fS l:; rand of 
soaking solutlon shall 
ALLERGAN only to B&L. 

d1..:anf ec tlng 
be sold by 

Promotion is dealt with by sectlon VIII:-

"VIII. Promotlon 

A. Except as authorJ.zed by Sectlon 
VIII.B., B&L shall recommend and 
Elromote the sale of the Enzvme Cleaner 
~n a manner not inconsistent with lts 
labeillng as one of its clean~ng 
regimens for use Hlth the SOFLENS 
,polymaconl Con~act Lens in all 
countcies in whlch It may legally be 
sold and in wh~ch B&L has a Subs~dlarv 
or Branch which sells the lenses. 
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B. 

9. 

i. If. in a count~v whe~e B&L has a 
Subsidia~y o~ B~anch. B&L should 
discontinue the sale of the Enzvme 
Cleaner o~ cease p~omot1nq ehe 
Enzvme Cleane~ or sell a dJ.ffe~ent 
enzyme p~epa~ation fo~ the clean1nq 
of SOFLENS (polvmaconJ Contact 
Lenses then ALLERGAN may sell the 
SOFLENS b~and of enzyme cleanec 1n 
that countrY to persons othe~ than 
B&L. W1th <espect to any such 
sales ALLERGfu~ shall pay, w1thin 
thirty days after the close of eac!! 
quarte~ to B&L. at Rochester. tlew 
7oc!t, a rovalt7 ecual to 7 1/2% of 
1ts Net Sales accompan1e~ bv a 
repor~ slim-nnq the .oasis uc-on ,.;h1ch 
ehe payment t'J B&L has been 
computed. (empnas1s added) 

ii. Not,,,i thstandinq the license g~anteCl 
in ParagrapL B.1., B&L shall ~eta~n 
full U\ .. 7J:1ershlp 0: the trac.<3nal"k 
SOFLE;'IS and all such e~ademac:.;:s 
and/or logos 1nclud1ng the name 
"Bausch & Lomb" as Hell as "8&L" 
which may be used in connect~on 
with the marketJ.ng of the BC(L 
hydrophi11c plastic contact lenses. 
ALLERGAi'l ag~ees to ma1nea1n the 
quality of the Enzyme Cleane~ Go~d 
unde~ the t~ademat'ks at a h1",h 
level commensu~ate w1th elle 
~eputation of B&L. iI..LLERGAf,: shall 
supply B&L w1th samples of the 
Enzyme Cleane~ from t1me to time 
and B&L shall have the cont1nuous 
right to inspect the Enzyme Cleane~ 
1n order to ascectain that ALLERGAN 
is meet1ng the h1gh quality 
standards of 8&L. ALLERG~~~ w111 
submit 1n advance to B&L samples of 
all labelling and promot10nal 
mater1al to be used in connection 
Hith the marketing of the Enzyme 
Cleaner and, before uS1ng any such 
labelling or promot10nal mater1al 
in connect10n with the mat'ket1ng of 
the Enzyme Cleaner. ALLERGAN shall 
first have obtained written 
approval for such U$e fcom B&L. If 
B&L shall, in 1ts sole ~piniol1, 

disapprove of the labelling or 
promoe10nal mater1al or determ111e 
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C. 

D. 

10. 

that the quality of any of -the 
Enzyme Cleaner does not meet B&L 
quality standards. it shall so 
not~fy ALLERGAN and ALLERGN~ shall 
not use the disapproved labell~ng 
or promotion mater~al nor sell such 
Enzyme Cleaner until the labell~ng 
or promotion material ~s approved. 
or the quality is improved to meet 
B&L's standards. as the case may 
be. Further ALLERGN~ agrees to do 
noth~ng chat would ~n any way 
deprec~ate the value of B&L's 
tt-ademark. 

i~i. In the eve::t of term::.nation of -:lus 
A';:rreement for any ceason whatsoever 
,"..LLERGII.N shall Hlmea~ately cease 
all further use outside of Un~ted 
:3tate.3 of any Gf the traw..ema1"ks 
licensed hereundec. 

Except as provided in Faragraph VIII.B .. 
B&L does not grant and .'!.LLERCAJ:'; doe.3 :-lot 
acquire any r'l.crht.s in or to t!1e SOFLENS 
or Bausch & Lomb trademark or trade 
name. 

ALLERGru~ may not feature the SOFLENS 
Contact Lens name in iC5 labell~r.q and 
advert~s~ng for Com!"araDJ.e '::LLEFCGJI":'I 
Products. ?he listinq of the SOFLENS 
Contact Lens brand ~n a list cf lens 
bcands of equal prQ~~nence is not deemed 
to be "featured."" 

By section lX provision is made f':·r the paymem: of 

royalties as follows -

"IX Royalt~es 

ALLERGAN shall pay, within thuty (30) days 
after the close of each quartec to B&L at 
Rochester. New York. a royalty equal to 5% of 
ALLEIl.GAN'S Net Sales of enzymat~c contact 
lens clean~ng tablets and 2 1/2% of 
ALLERGAN'S net sales of Combination Packages 
of Comparatle ALLE.'<.GA..."l P!"oducts sold under 
any brand name othee than the SOFLENS bcand 
name accompan~ed by a report show~ng tne 
bas~s on wh~ch the payment to B&L has been 
computed." 

I _ 

". 

: ~' · , 
, · . , , 
,-
k; ,.­, ' 

· , · -' 

',' 

[ ~ 
" , -' 

, . 
! ~ .-
" 

r -, '. ,.--

.... 

I , . 

~,.-

, -

.-
1,-. 
, ' 

lo< 

· " 

, . 

" r"-

, 
, 
I 



,I 
I 11. 

-----
The amended iltatement of claim further alleges that 

pursuant to the agreements -

(a) 

\h) 

( c) 

the f~rst applicant supplied to the first 
respondent throughout the world and the 
second applicant has suppl~ed to r:ne second 
respondent in Australia. Lnter alia. 
Hydrocare tablets in the same s~ze packages 
as comparaDle Allergan pcoducts are sold ~n 
the countr~es of supply, includ~ng 
Austral~a, bearing words such as 
"manufactured by Allerg::m" and bear Lng the 
name "Ilausch & Lomb" and/or the ;::rade mark 
and nalUe "50f1ens"; 

~n Aus;::ralia, the respondents have not sold 
any proteolytic enzyme produc;:: for cleanLng 
soft contact lenses under or bv reference 
to the name "Bauscll & Lomb" or under or by 
reference to the trade mark and nalOe 
"Soflens" except Hydrocare tablets; 

in Australia. the respondents ha'.re 
any disinfectant soaking solutLon 
by reference to the name "Bausch 
and/or the trade mark and name 
except Allergan U.S. dLsLnfectant 
solut~on. 

not sold 
under or 
& Lomb" 
Soflens 
.50aklng 

(d) the .cesoondents have "n<iely advect~sed and 
sold th~oughout the Norld and Ln Austral1a 
the Hvdrocare tablets under and bv 
reference to the nalne "Bausch & Lomb" and 
the trade mark and name "Soflens", bear Lng 
words such as "manufactured by Allecgan" as 
aforesald. (para.ll). 

It is then alleged that, by reason of the 

foregolng, it has been represented in Austcalia and 

elsewere to medical practLt::.oners. optLcLans. 

opthalmologlsts and membera of the fubllc, including wearers 

of soft contact lenses, and it LS the fact that. and Lt 15 

the bel of medical practltioners, opt1cians. 

opthalmologlsts and members of the public. including Nearers 
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12. 

of soft contact lenses to whom such representations were 

made, that -

(a) 

(b) 

( c) 

the Hvdrocace tablets sold by the 
respondents under the trade marks and names 
"Bausch & Lomb" or "Soflens" are 
manufactured by the first applLcant: 

the Hydrocare 
respondents under 
'Bausch [. Lomb" 

same standard, 
composition as 
manufactured and 

tablets sold by the 
the trade marks and names 
or "Soflens ll are 0': che 

quality, graQe and 
the Hydrocare ta~lets 

sold by the applLcanta, 

the Hydrocare tablets sold by the 
respondents under the tcade marks and names 
"Bausch u Lomb u oc "Sofler",S" ha.ve tne 
sponsorship or appt:oval Df L:he applicants 
or have the performance charactecisti,::sr 
uses and benef~t3 of che Hydcocace table~3 
manufactured and sold by the applicants 
(para.12). 

It is then said fhat by reason of the foregoing, 

the applicants have valuable good'.Jill and reputatJ.on in and 

in relation to the Hydrocare tablets mc'.l1ufactured by t~e 

first applLcant (para.13). It is fm·tner alleged that the 

Hydrocare tablets sold by the applicants to t~e respondents 

and resold by the respondents to purchasers and users under 

the names and marks "Bausch & Lomb" or "Soflens" were sola. 

without restriction as to use and it was an J.mplied 

condition of theJ.r sale that the respondents had the rJ.ght 

to sell them and that the purchasers thereof and the users 

thereof would EnJOY quiet possessJ.on of the Hydrocare 

tablets (cf. Trade Practices Act. s.69). (para.l~). 
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It is further alleged that the Hydrocare tablets 

sold by the applicants to the respondents have been sold by 

the respondents to purchasers and users in a d1stinctive 

get-up ~-7hich is the same or a similar get-up to that adopted 

by the cespondents for other products used in contact lens 

care. (para.l4AI. 

It is further alleged that the first respondent has 

developed an enzymatic cleaner for use 1n removlng 

proteinaceous deposits from soft contact lenses and t!~dt the 

respondents intend to sell tablets conta1n1ng Fcoteaae for 

the purpose of cleaning 50ft contact len.5es. t:Jgether <;-nth 

instructions for the1r use. R.eference 1S made to l:he f1l1ng 

by the first respondent of European Patent Appl1cat1on 

No.8430726S.3 entitled "Microbial Enzymat1c Contact Lens 

Cleanser and tlechods for Use" (para.lS). An 1nfr1n'~ement of 

the H7drocace patent by the respondent~ is then chacged by 

reason of theic manufacture dnd sale of the tablets 

(para.l6) . It 1S further alleged that t~e respondents 

intend to lnfringe the Hydrocare Patent and to a1d and abel: 

others to do so (para.17). 

Then it is said that the respondents threaten to 

represent to consumers -

(a) that consumers are ent1tled to use a 
product containing protease. othec than the 
Hydrocace Product manufactured by the first 
applicant as an en=ymatic cleaner for 
contact lenses: 
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(b) 

( c ) 

(d) 

\ e ) 

(0 

, . 

14. 

that consumers will enJoy quiet possession 
of any such product for such use; 

that such product is manufactured by the 
f~rst applicant; 

that such 
quality 
Hydrocare 

pcoduct is of the same standard 
grade oc compos~tion as the 
tablets sold by the appl~cants; 

that such product has the pecformance 
characteristics, uses and benef~ts of t~e 
Hydrocare tablets manufactured and sold by 
the applicants; 

that such product is the same as the 
product prev~ously marketed by che 
respondents. which had been manufactured by 
tha flr3t applic~nt (para.17AJ. 

The aFpl~.:ants further ChaL"ge that the ."e5pondents 

threaten to repre5ent to medical practitioners, opt~c~ans 

and ophthalmologiscs -

(a) 

(b) 

( c) 

(d) 

(e) 

that medical pract~t~oners. oi?t~cians and 
ophchalmologists have the eight to 
prescr~be or sell a product conta~nlng 

protease. other than the Hydrocare ?ro~uct 
manufactured by che first applicant for use 
as an enzymatic cleaner for contact lenses; 

opticians and 
enjoy quiet 

that medical practitionecs, 
ophthalmolog~sts will 
possesslon of any such product for such 
use; 

that the respondents have the rlght to sell 
such a product, other than the Hydrocare 
Product manufactured by the flrst applicant 
for such use or for resupply for such use; 

that such product is manufaccured by the 
flrst applicant; 

that such product is of the same standard 
quality grade or composltlon as the 
Hydrocare cablets manufactured and sold by 
the applicants; 
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15. 

"that such product has the performance 
characteristics. uses and benefits of the 
Hydrocare tablets manufactured and sold by 
the applicants; 

that such product is the same as the 
product prev~ously marketed by the 
respondents. which had been manufactured by 
the first appl~cant lpara.l7Bl. 

The applicants further charge that the respondents 

threaten to mislead and dece~ve med~cal pract~tlQnerS, 

opt~cians. ophthalmologists and members of the public oy 

Subst1tut~ng foe the Hydrocare produce sold under <;he names 

"Bausch & Lomb" or "Soflens" a I?r,:;duct o1:her t::-.an 1:he 

Hydrocare prod~ct manufactured by the first appllcant; and 

that the cespondents In<;end to use in rela;aon to the sald 

subst~tuted product a get-up the same or closely slmilar to 

that used by the respondents for their athe, pcoducts 

referred to in para.14A (para.l7e). In the premlses. the 

respondents are chacged with conduct or threatened conduct -

(a) 

(b) 

i C ) 

which ~s m1sleading and deceptive or likelv 
to m1slead or decelve within s.52 of the 
Trade Practices Act; 

whereby they falsely represent that goods 
are of a particular standard quality grade 
or composition within 5.53(aJ of the Trade 
Practices Act; 

whereby they represent that goods have 
sponsorsh1p approval oc performance 
characteris~lcs which thev do not have 
within s. (dl of the T~r~a~d~e~P~r~a~c~t~i~c~e~s~A~c~t; 
and 

whereby they make a false or m~5leading 
statement concecning the existence of a 
r~ght. ,"~ thin 5.53 (g) of the 
Pract1ces Act <para.lS). 
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16. 

The applicants then seek the relief clalmed in 

the application filed with their statement of clalm. 

In their applicatlon the applicants 

lnjunctlons restraining the respondents from -

(a) 

(0) 

( c ) 

( d) 

( e) 

(f) 

selling any substance contalning protease 
or any compound within the invention 
claimed in the first respondent's Eu£opean 
Patent Appl1.catlon for use as a:J. enzymatlc 
cleaner for contact lenses other than t~e 
genuine product of the appllcants sold 
under or by rete£ence to the names 
"Allergan Ll

, UHydL"ocare ll
.. IISoflens" ':)r 

IoBausc~ & Lombl!; 

!:'epresenting t·:> consumers that they ace 
ent~tled to use any such subst~nce or 
compou:J.d as an enzymatic cleaner foe 
contact lenses other than ~he said product 
of the appllcants; 

representing ~o consume::s that they 'inll 
enjoy qUlet possess1.on of any s~ch 
substance or compound for use as an 
enzymatic cleaner for contact lenses other 
than the said product of the appl1.cants; 

representlng to consumers and to medical 
practlt1.oners, optometrists and 
ophthalmolog1.sts that- the respondents or 
medical practitioners. optometrists or 
ophthalmolog1.sts have the right ~o sell any 
such substance or compoun~ for such use; 

selling such substance or compound together 
with instructlons for use 1.n infringement 
of the letters patent; 

ald1.ng or abetting or belng a party to the 
conduct of othecs the subject of orders 
l a) . (b). ( c ) and ( d) above and f c c:n 
counselling or procuring the i:J.Iclngement 
of the letters patent by others. 
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17. 

Tlle applicants further claim damages pursuant to 

5.82 of the Trade Practices Act; an order for delivery up 

by the respondents of all products, packag~ng, plates, 

promotional matter. marketing mater~al or printed matter of 

any kind bear~ng instructions foe use of the product in 

~nfringement of the letters patent; an inquiry as to 

damages, or, ~n the alternat~ve. an account of prof~ts in 

respect of the ~nfringement by the r-espondents of tt.e 

letters patent; damages for ;:,reach of com:r-act; 

furtner- Ot' o1:her order. ~ncluding or-der-s foe cor-eeC1::L7e 

aavertlzing and otherWlsa under 3.87 of the Trade PractlcE5 

Act as to the Cour-l: may seem fi1:. 

Refer-ence should next be made to the respondents' 

defence filed on 23 September- 1985. Formal matters apart. 

it w~ll .ouffice for- pr-e.5ent pUl'?OSeS to note that t:le 

r-espondents put in issue any contravent:Lon of the 'l'i'ade 

Practices Act, any infringement of the letters patent and 

any breach of the Agreement. In addition to the claim for 

stay now sought, a nu~~er of spec~al defences are raised. 

The respondents say that the cla~ms of the letters patent 

are ~nvalid on the grounds of obJect~on they then 

particularise. They further say that the effect of the 

Agreement is to con:ee upon the respondents a licence in 

respect of the patent upon a cond~tion that prohib~ts or 

restricts the respondents from us~ng for the ter-m of the 

Agreement that is to say unt~l 31 December 1)91. any product 
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• 

for cleaning soft contact lenses sold by the respondants 

under the Boflens brand name which contall1S any proteolytic 

enzyme and which is supplied by a person other than the 

~ppllcants, but they say that the said condition is vOld and 

it is not an lnfringement of the patent for the respondents 

to do what it is alleged that they have done or are 

threatenlng to do \see Patents Act 5.1121. 

Then the respondents refEr ~o section VIII 

Agreement and say 'Chat lt contalns cQvenar.ts by Che [iest 

applicant that the appllcan'Cs ,Jill not do anytlung that 

would 1n any way depreclate the value of t~e tr~de maeks of 

the respondents or acquire any rights in or to the 50flens 

trade mark or trade name or the Bausch & Lomb traae mark or 

trade name: and that the flrst respondent will retaln full 

mmership of the trade mark Soflens and all such trade Ind.!'ks 

or logos lncluding the name "Bausch & Loml:i" as well as "3. & 

L." which may be used in connection with the Iltacketlng by 

the respondents of hydrophl.llc plastlc contact lenses. The 

re:opondents say that by the institution of these 

proceedings and by allegatlons made in paras. 12. 13, l7A, 

17B, 17C, 18 and 19 of the amended statement of clalm and by 

t}le relief sought in these proceedings, the app11cants have 

broken and pro?ose furtner to breach the sald covenants in 

the Agreement. 
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19. 

In support of their pcesent application. the 

respondents tendered a body of documentary evidence, 

including certain paragraphs of the affidav~t of the 

Managing Director of the second applicant, 111.". Chr~stopher 

D.B. Greenhill, sworn on 3 September 1985 and filed on 

behalf of the applicants. For their part, the apphcants 

read the balance of l-lr. Greenhlll ' s aff~dav~ t. The 

affidavit ~s lengthy. I am satisf~ed that the case sought 

to be made by th", appl~cants ~n th~ evidence of Hr. 

Greenhill , ~ncluding hlS ocal evidence in 

cro"s -examination on Ius aff ~dav~ Co not only dOeS noc go 

beyond the case sought to be made by the applicants in their 

amended statement of cla~m but, substantlallyat least. 

~eeks to make that case. In the circumstances. ~t lS 

unnecessary to refer to that evidence or. indeed, any of the 

other eVldence tenderea by any part~,., with che excel?t~on of 

certain correspondence now to be mentlone~. 

By letter dated 21 June 1985. Hr. James C. Bulhs. 

D~rector, l1ater~als 11anagement of the first applicant. wrote 

to Nr. John E. Housden. Vice-Presldent, International 

Narketing, of the flrst respondent saying -

"As you may be aware, certain subsid~acies and 
branches of Bausch & Lomb have, ovec the last 
several months. begun submitting to Allecgan 
purchase order forecasts shm.ling no demand fo~" 
enzyme cleaning product. The Agreement dated 
July 1, 1979, bet'.veen Allecgan and Bausch & 
Lomb. Hhich covers the sale of enzyme tablets 
lnternationally, author~zes Bausch & Lomb to 
discont~nue the sale-of Allergan products on a 
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20. 

country-by-country bas~s and commence the sale 
of its own product. This letter is to conf~rm 
that, within approximately 30 days, Bausch & 
Lomb w~ll beg~n the introduct~on of ~ts o\~ 
enzyme product ~n the countr~es on the attached 
list. Accordingly, no further purc~ases of 
Allergan product w~ll be required for those 
countries ....... 

On the same date, t1r. Daniel E. GilL Cha~rman of 

the Boa~d and President of the first respondent, wrote to 

Hr. Gavin S. Herbert. Chairman of che Boare: and Ch~e: 

Executive Officer of the f~rst applicant in respon~e to a 

letter written DY 1'11:'. Herbert on 10 June Li8S. Hr. GilL 

after cla~m~ng t!lat the f~rst a!?pl~cant's Un~ted Sc;ates 

f?a.tent was unenforceabla against the first respondentr 

sa~d:-

" .... contractual issues _,hich concern you arise 
out of two separate and distinct agreements: 
1) the domest~c agreement for the sale of enzyme 
tablets in the United States, or 21 the 
international agreement for the sale of such 
tablets inte~national17. Youc 3catemeht. 
therefore, that Bausch & Lomb's market~ng of the 
new enzymatic product "v1ill inevitably resulc in 
a breach of the agreeement ~etween our 
compan~es" needs to be exam~ned in che light of 
the prov~sions of the two agreements. Your 
conclusion is not correct undec e~ther 
agreement ... " 

The f~rst question which arises, for dec;ermination 

is the meaning of the phrase "matter that is capanle of 

settlement by arb~tration" where used in s.7(Z)(b) of the 

Arbitrat~on Act. In Flake U\us tralia 1 Ltd. v. W~lk~ns & 

Davies Construction Co. Ltd. (1979) 2 N.S.W.L.R. 2~3, 

McLelland, J. 5a~d lat p.2S01 -
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21. 

"The plaintiff contends (;hae the word "matter" in' 
s.7{Z){bl denotes the ultimate subject mo.tter at 
issue benJeen the parties, which l.S said co be 
how much is the defendant entl.tled to De pal.a 
for the 1-1Ork l.t has done. and further com;ends 
that there could be no "settlement" ,nthl.n the 
meaning of the sectl.on wl.thout a complete 
resolution of that issue, which, it is said, is 
not possible under the arbl.tratl.on a9Teement, 
because of the clal.ms foreshadm·led by the 
defendant as alternael.ves to its primary 
contentions, for rectl.ficatl.on of the accep{;ed 
purchase or~er and for breach of an alleged duty 
by the plal.ntiff to di"a,·, attention to material 
changes in the scope of the work that Nould 
o.rise out of the purchase order. Such clal.ma 
for cectification or for breach of dut7, it ia 
sal.d, are not capable of being detecml.ned ~7 
arbl. tratl.on under the acbi tration agree:r.ene. 

It is furthet' contended for the plail~ciff ;:;::.a1:. 
In 50 far as the pcesent a~plicatlon is founced 
upon 5.7 of the 1974 Act. it 15 premat~re. !t 
is argued that it is not until after the 
pleadings have closed that one can oropecly 
determine whether the proceedl.ngs fall wl.thin 
s.7{2l{bl. 

In my opinion. the word "matter" l.n s. 7( 2)( b) 
denotes any claim for relief of a klnd propec 
foe deeerml.nation l.n a couct. Ie does n01: 
include every issue "hich would. or might, aCl.se 
for decl.sion l.n the course of the deterl.natio~ 
of such a claim. The use of ehe "lord 
"settlement" provides supporc for the Vl.ew. 
"Settlement" is an apt term co be used in 
relation to a clal.m for relief l.t is less apt 
l.n relatl.on co a mere issue." 

This reasoning was followed by Foster, J. in Elders 

CED Ltd. v. Dravo Corporatl.on (1984) 59 A.L.R. 206 at p.210 

and. with respect, I agree wl.th it. It 15 necessacy, 

therefore, to analyse with some precisl.on the nature of the 

claims for rell.ef made l.n the amended statement of claim. 

In particular. l.t will be necessary to inqul.ce whethec any 

clal.m l.S made foc bceach of the Agreement. 
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22. 

-~-

In this respect. the pleadwg is some,.hat 

equivocal. Certa~n sect~ons of the Agreement are pleaded in 

terms. However, on the face of It, these allegations appear 

to do no more than prov~de pact of the substratum of facts 

in which, as a matter of background only. the apprehended 

contcaventlons of the Trade Practices Act wlll occur. There 

lS not. in terms at least, any speclfic allegatlon that a 

breach has occurred of any of the PCOV1Slons of ~he 

Agreement. notwlthstand1ng the foresr,adoWll1g of such a elain, 

111 the June 1985 correspondence. un the o~her t.and. ti:e 

application does elaim damages for breach of con::ca;::t. 

In the circumstances. it must be accepted that pact 

of the applicants' claim. as pt'esently framed. is based on 

an alleged breach or breaches the Agreement. although the 

plead1ng hardly def~nes such a cause of action wlth any 

particulari ty. But, once such an allegation is pleaded r cl1e 

proviSlons of section XIX of the Agreement must apply - a 

cla~m for damages for breach of contract is clearly a 

"controversy or claim arising out of or l.-elat1ng to (the) 

Agreement" at least 50 far as concerns the fu'st 

applicant. (The posltion of the second applicant may be 

different because it 'Was not a party co the Agreement), It 

follows that, since the provls1ons of s.7(2)(b) are 

mandatory, a stay 0: proceed~ngs so far as concerns the 

fll:'&t applicant should be granted so far as a claim for 
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23. 

breach of contract is involved. I shall return later ~o 

the conditions to be imposed on the gcant of the stay. 

The posit~o~ of the second appllcant in th~s cegard 

is not 50 obvious, although the definition of "9&L" in 

section lA of the Agreement extends co subsidiaries ~f the 

first appl~cant and the provi5ions of 5.7(4) of the 

Arb~trat~on Act may apply 50 as to pick up the second 

applicant in any event (see Roussel-Uclaf ". G.D. SeaLla & 

Co. L~ml.ted 11378) R.P.C. 747 at pp.754-5). Because of the 

obscurity of the pleadl.ng, ~t must De assumed, at thlS s~age 

at least, that the 5eccnd a!?plicant is also seek:!.:1g relief 

for breach of contract. Ie follol7s that; a seay of 

proceedl.nqs should now be granted against the second 

appl~cant 50 far as a claim for breach of contract l,S 

~nvol'''ed . 

. For those reasons, in my opinion. a stay of 

proceedings should be granted 50 far as they ~nvo1ve claims 

tor rel~ef for breach of contract. The responden~s further 

seek: a general stay. Such a stay can. in ny v~ew, only be 

granted if the rema~ning clal,ms for relief fall w~th~n ~he 

prov~s~ons of section XIX of the Agreement. n.e phrase In 

that reference "arising out of or relating to \the) 

Agreement" is. ~t is true, cape.ble of the wides~ 

construction (see Hevman v. Darwlns. Lim~ted [1942] A.C. 356 

at p.366 and Fountain v. Alexander 150 C.L.R. 615 at p.629J. 
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But can it be said that tt.e appl~cants' cla~:ns that the 

zeveral provlzions of the Tt."ade Practices ~~ct have been 

contt'avened are referable to at:'b~tration under tius ;:laL.:se? 

In my op~nion. those claims fall outs~de tIle pucJiew of thac 

clause. In my viev;, -:auses of acc:.on in the form cf 

contravent~ons of 35.52, S:;(a), 53<d) or 53(g) aCl3e 

exclusively from the scatutory p~ovisions themselves. It L3 

trite to say that causes of act~on unaec the -=J'E:leral 13.:'" 

.. hethet:' in conct:'acc ot:' othet:'w~se. at:'~se ~ndepEndencly of 

these p~~v~siona. 

Trac.e Fractlces .. \ct alleged, a~dl' In "'-­~L'.:f 7J..2W .. nor~e 

exists here. the lattec causes of act~on canno:; !:ie referable 

In m:;r 0pinlon. 1 t; ~s not enough f oc this pu:?o"e co 

point to the c~ntract a3 part of the ~ackground to chese 

alleged concraventlons. As has teen .3.?.ldr 

causes of action nov; suea upon eXlst lndependencly ~r 

contract. They ace consumec pt-otect~on prov~s~on" '-lh~ch 1:1 

no way depend upon any pCl'J'ate agceement fol:' the~r "ource. 

Conduct of the k~nd proscl:'ibed ';)y Part V of the Trade 

Fractlces Act YJ'ill be establlshed .. if at all .. lrrespcC-:'J.Ve 

of the contractual l"alat.::..ons of the lmmediate pactl:3s. Noc 

could any contract i~tar par~e.3 constitu~c a defence tc any 

~lleged contcaven~~on ~f suct. leg:'5IaL.~or.. In ar ... ort .. 
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25. 

alleged contraventl.on of Part V of the Trade Practl.ces Act 

15 not. as a matter of c/:laracterl.5at1un, a "controversy or 

clal.:tl arl.sl.ng out 0: oc relacing to (the) i\gl:'eement" fo::: t~le 

purpose" of section of that contract. 1 cf . ,,",vatt Earp 

Enterprl.ses Inc. ~. Sackman Inc. 157 F Supp 621 (19~8),. 

The dame observations can be made '::If the clal.:l'ed 

infringement of cLe letters p",tent. Again~ t~e cause of 

actl~n ~a statutory :mly i see N. II, l1aatschapcJ.1 Voor 

In tlle l'esul t. I t'efuse Co extend tlle sta:' beyond 

the claims fer bceach of contract. 

taken by McLelland J. in Flakt. notl.~g that Lockha:::c. J. 

(1983) 51 A.L.R. 779 at p.786. 

It must fullow :rom tne stay to De granted chac the 

al?pl~cants w~ll need to run:!'.,:;c amend tilel.r 5tatement 0:: 

clalm 30 ad to exclua.e thelc .:::laims :;.n contcacc. In t!'l.e 

t:l.metable mem::!.onea l.n the reasons 9'l.',en on the appll.cants' 

applicat~on for inteElocutory celief. prcvls),on should De 

~ade for a dl.recc~0n that ,-he a~pll.canc& f:l.le wl.chl.~ ) days 

an amendea statemenc of cla:l.m Gm~tt).ng any clalm fo£ D:::eacn 
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of contract. Provision should also be made ~n that 

timetable for the respondents to f~le an amended defence 

vn thin a fuether 14 days. If any d~spute ar~ses on ehe 

tresh plead~ngs. including ehe amended defence. as co the 

scope Qt' operation of the lim~eed stay now to be g;:-anted. ~t 

can be deale .nth pu;:-suant to the liberey co appl:;..- to be 

reserved .. It ~5 hardly necessacy co say that the amended 

pleading should cleai'ly e:{clude any .:;uggest~ol: ::hat the 

appl~cants seek to aq~tate in this Court any substanti7e 

C.5lUSl3 of a.ctlon in contract. This is not to 3ay thLi..t tl-.. e 

of bac\(qround to ct..oS:'C cla:Lmed con-cra7ent:i..GC.5 of th.e Tcada 

I maKe the following ocdees -

O£aer pursuant co 
(Fore 1 qn Awards and 

5 ~,' ,:;1 the A..cbltcati·:!n 
Aqree~entsJ Act, 197~ 

(a) T:~at ~hese proceedings be stayed 
50 far.3.s they involve slaJ..ms fQt' 

breach of contract upon t~e 
cond~t~on that such stay may ~e 

cermlnated upon appl~cae~cn by the 
appllcanes ~n the event ehae the 
respondencs do not ~o all th~ng5 
necessary to be done on eheic pare 
to have ehe maeters refen,ed to 
heeeundee Qeeerm~ned ~n accocdance 
w~th the arbitrael0n ageeement 
bet"leen the par-;;~es w~th 
reasonable exped~t~on. 

TIlat the part~e5 be eeferrea to 
acb~tratlon ~n :espect of the 
matters the subJect of these 
erocecdlngz so :far a.a they ir;,'\,-ol·,le 
claims for ~:each cf 2ontrac"C~ 
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27. 

2. Reserve costs. 

3. Reserve liberty to apply on 3 days' notice. 

Counsel and Solicitors 
for Applicant: 

t1r. J. C. Campbell and Hr. 
Hodgekiss were instructed 
11inter Simpson. 

C.C. 
by 

Counsel and Solicitors 
for Respondent: 

Hr. H.M. Gummm" wa5 ~nstt'ucted 
by Allen Allen & Hemsley 

Dates of hearing: 

Date Judgment Del~vered: 

27. 30 September 1985 
1 Octobe;:- 1985 

,. October 1985 

I certify that tl1is and the 2b prece It­
u I~ 

)ages are a irce copy of the reasons for 
:.1dgment li3rein of Tl~'" 1,;,~~0' 'rable ..... """" u 

,1r Justice Beaumo~t 

~' Associate 
)ated 4 OcJoloeN 5<;3" 
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W THE FEDERAL COURT OP IIUSTRALIA ) 
) 

NEW SOUTH HALES DISTRICT REGISTRY ) 

GE['lERAL DIVISIO~J 

No. G250 of 1985 

ALLERGAN PHAill1ACEUTICALS INC. and 
ALLERGAN PHARM.~CEUTICALS PT'l. 
LIllITED 

Applicants 

BAUSCH & LOMB INC. and BAUSCH & LOMB 
(AUSTRALIA) PTY. LII1ITED 

Respondents 

CORAM: Beaumont. J. 

DATED: 4 October 1985 

RRb,SONS FOR JUDGMENT 
(ON APPLIC~.NTS APPLICATION FOR INTERLOCUTORY RELIEF) 

In th~s application the respondents have proffered 

undertakings to the Court ~n the terms of the document annexed to 

these Reasons. Although the application was argued at some 

length. ~t ultlmately emerged tha~. subJect to a sat~sfactory 

f~nal hearing date b"nng available. the applicant" accepted that 

the undertaking-" proffered by the respondents would preserve the 

.'ltatus quo. After some d~3CU.'ls1on. the pa£ties agreed up~n a 

tlmetable ~-Jllicll meant that the matter could proceeo. to a f~nal 

hear~ng on 21 Apnl 1986. I propose to fn: the heanng date to 

.::ommence on that date. I note that ~t ~s estlmaced that th.e 

hearing t~me l"equu'ed :;]~ll be ~n the order of four weeks. I 
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propose to give directions in accordance w~th the proposed 

timetable agreed upon by the parties. 

1. 

2. 

The formal orders I now make are as fOllows -

I note the undertak~ngs to the Court g~ven 
on behalf of tIle respondents. 

Reserve costs. 

Reserve libertv to any party to apply on 
such notice as i Judge-shall allow. 

, certify that this and the 1. preceding 

~agel are a true copy of the reasons for 
JUdgment herein of The Honourable 

Mr Justjce~ea mO!l~ 

Dated to \ ~- ASSOCiate 
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r IN THE FEDERAL COURT OF AUSTRALIA 

NEW SOUTH WALES REGISTRY 

GENERAL DIVISION No. G250 of 1985 

IN THE MATTER OF THE TRADE PRACTICES ACT, 1974 (AS 

AMENDED) 

BEiWEEN: 

AND: 

ALLERGAN PHARMACEUTICALS INC. and 

ALLERGAN PHARMACEUTICALS PTY. LIMITED 

Applicants 

BAUSCH & LOMB INC. and BAUSCH & LOMB 

(AUSTRALIA) PTY. LIMITED 

Respondents 

UNDERTAKINGS 

The Court notes the undertaking of the Respondents by their Counsel, without 

admissions, not to:-

(a) • 

(b) • 

For a period of three months from September 27, 1985 import, market, 

offer for sale, promote, advertise, sell and/or supply in the 

Commonwealth of Australia: 

( i) 

( 11) 

any substance containing a protease and/or 

any compound within the invent~on claimed in the First 

Respondent's European Application No. 843072653 

for use as an enzymatic cleaner for contact lenses other than the 

product manufactured by the Applicants. 

At any time after the expiration of the three months period referred 

to in (a) above, import, market, offer for sale, promote, advertise, 

sell and/or supply: 

(i) any substance containing a protease and/or 

( ii) any compound within the invention claimed in the First 

Respondent's European Patent Application No. 843072663 

-----------------, 
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(c) 

2. 

for use as an enzymatic cle~ning for contact lenses other than the 

product man~red by the Applicants without first giving the 

Applicants ~ di'Xs prior w~1tte'3-l'otice.6. v 6?, «F--;-tE1Z 
2 -:f- 066M Yl.{Z.. ,~~~. 

Represent that any enzymatic cleaner advertised, sold or supplied bY 

the Respondents for contact lenses, not being one manufactured by the 

first named Applicant: 

(i) is manufactured by the first named Applicant or 

(ii) is the enzymatic cleaner for contact lenses previously 

advertised, sold and supplied by the Respondents • 

. . . . . . . . . . . . . . . . . . . . . . . . . . 
Counsel for the Responden~ 

DATED: 27 September, 1985 
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